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P RE-APPEAL BRIEF REQUEST FORRKV1EW 

Sir: 

Applicant respectfully requests review of the final rejection in the above-identified 
application. No amendments ore being filed with this request 

This Request for Review is being filed concurrently with a Notice of Appeal and is 
submitted for 4c reasons stated on the attached sheets. 
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REMARKS 

Favorable reconsideration of this application is respectfully requested In view of the 
following remarks. 

Claims 1-13 arc pending in the present application, of which Claim 1 is independent 

Rejection nf_CtaitiLK_!^4 and 7-12 is Improver 

The Official Action mailed on March 8, 2005 (the "Official Action") has improperly 
rejected Claims 1-4 and 7-1 2 under 35 U.S,C* § 1 02(b) as allegedly being anticipated by the 
disclosure contained in U.S. Patent No, 6,051,858 to Uchida ct aL As will become clearer 
from the discussion below, the Official Action has failed to correctly interpret the disclosure 
contained in Uchida et ah and has failed to meet the test for anticipation. 

Claim 1 of the present invention recites: 

A method of forming a by-pass capacitor on a multi-level metallization device, 
said method comprising: 

forming a first electrode in a first dielectric layer of said multi-level 
metallization device; 

depositing a substantially thin insulator layer over said first dielectric layer of 
said multi-level metallization device; and 

forming a second electrode in a second dielectric layer, wherein said second 
dielectric layer is formed over said substantially thin insulator layer. 

Interpretation of Uchida ct aL is Clearly Incorrect 

In setting forth the rejection of Claims 1-4 and 7-1 2 under 35 US,C § 1 02(b), the 
Official Action makes the following interpretations: 

that the bottom electrode 32 of Uchida ct aL reads on the first electrode of Claim 1; 
that the layer 34 of Uchida et aL reads on the first dielectric layer of Claim 1 ; that the layer 34 
of Uchida et aL also reads on the substantially thin insulator layer of Claim 1; that the wiring 
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.gvem assuming for the sake of argument that the abovo-listed imb^.^^^ 0 f |j c hida 
el al. is proper, the proposed intetpretation vwroid still fail to disclose cask and^v^ ej^^t 
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formed in a first dielectric layer and that a substantially thin insulator layer is deposited over 

the first dielectric layer as recited in Claim 1 * Instead, Uchida et aL discloses in Figure 5, that 

the bottom electrode 32 is formed in the layer 34 and that a top electrode 36 is formed on lop 

of the layer 34* 

The Official Action acknowledges this deficiency in Uchida ct a), in die "Response to 
Arguments*' section on pages 5 and 6 of the Official Action. More particularly, the Official 
Action asserts that the layer 34 "could be divided into two layers has[j/c] a dielectric layer 
formed on it The upper portion of element 34 meets the requirements of Applicant's claim 
language in that it lies over the lower portion of 34." Basically, therefore, the Official Action 
is asserting that the layer 34 of Uchida et ah could be divided into two layers. There arc, 
however, a number of errors and improprieties associated with this assertion. 

Firstly, the assertion that Uchida ct al. could be modified such that layer 34 is divided 

into two layers is an improper basis for setting forth a rejection based upon anticipation. 

Anticipation cannot be based on what "could be" taught by the reference or what might be 

taught through modification of a reference. As noted by the Court oF Appeals for the Federal 

Circuit in Lindemartn Maschinertfabridt GmbH v, American Hoist and Derrick Co» 22 1 

USPQ 481,485CFcd. Cir. 1984), in evaluating the sufficiency of an anticipation rejection 

under 35 U.S.C. § 1 02, the Court stated: 

Anticipation requires the presence in a single prior art reference 
disclosure of each and every element of the claimed invention, 
arranged as in the claim. 

Here, by the Examiner's own admission, Uchida ct ah fails to disclose each and every 

clement claimed in Claim 1 . As such, Uchida ct al. fails to anticipate the claimed invention 

and, thus, the claimed invention is distinguishable over Uchida el al. 
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Secondly, even assuming for the sake of argument the Official Action intended to 
reject Claim 1 as being obvious, the Official Action has not provided any reason or 
motivation to lead one of ordinary skill in the art to divide the layer 34 of Uchida ct aL into 
two layers, Tn addition, there appears to be no disclosure in Uchida ct al. to lead one of 
ordinary skill in the art to modify Uchida ct al. as proposed in the Official Action. Therefore, 
the present invention as claimed in Claim 1 would be unobvious over the disclosure 
contained in Uchida ct al. 



In light of the foregoing, withdrawal of the rejections of record and allowance of this 



Should it be believed that a telephone conference with the undersigned would assist in 
resolving any issues pertaining to the allowability of the above-identified application, please 
contact the undersigned at the telephone number listed below. Please grant any required 
extensions of time and charge any fees due in connection with this request to deposit account 
no* 08-2025. 



Conclusion 



application arc earnestly solicited. 



Respectfully submitted, 



Dated: August 19,2005 



Timothy B*Kim& 
Registration No,: 46,423 




MANNAVA & KANG, P,C, 
8221 Old Courthouse Road 
Suite 104 



Vienna, VA 221 82 

(703) 652-3817 

(703) 880-5270 (facsimile) 
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